United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nihil Stall-, l'atint and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



10/802,868 



FILING DATE 



0.V I 8/200-1 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



65565 7590 10/28/200 

SUGHRUE-265550 

2100 PENNSYLVANIA AVE. NW 

WASHINGTON, DC 20037-3213 



K VYRISH, MATTHEW 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/802,868 


Applicant(s) 

1 1 DA, HIROYUKI 


Examiner 

MATTHEW G. KAYRISH 


Art Unit 

2627 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 07 July 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

1. No claims have been amended. Claims 1-11 remain pending. 



Response to Arguments 

2. Applicant's arguments filed 7/7/2008 have been fully considered but they 
are not persuasive. 

Applicant contends that the combination of Kasajima and Ito, as proposed in the 
previous non-final rejection would not have been obvious to one of ordinary skill in the 
art at the time the invention was made because Ito and the present invention perform 
different functions. Specifically, the applicant uses a slider to suppress exudation of the 
pressure-sensitive adhesive from the pores of the porous sheet, while Ito improves the 
wear resistance of the slider by using a plastic material that is impregnated with oil, 
perfluoropolyether. Accordingly, the head alleviates crushing and stabilizes the extent 
of flotation and generates little noise. It is noted that these features are not recited in 
the rejected claims. Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). In this case, claim 1 of the present 
application makes no mention of a slider to resist exudation. Secondly, even if it did, 
Kasajima is the primary reference used for the rejection and already discloses this. 
Thus the arguments are irrelevant because the primary reference teaches the 
motivation for the applicant's arguments. Furthermore, the fact that applicant has 
recognized another advantage which would flow naturally from following the suggestion 
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of the prior art cannot be the basis for patentability when the differences would 
otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 
1985). In this case, the slider of Ito alleviates crushing and stabilizes the extent of 
flotation and generates little noise which is another advantage that naturally flows from 
the invention and is not a means for establishing patentability. 

Applicant further contends that Ito is insufficient for curing the deficiencies of 
Kasajima because Ito fails to disclose a pressure sensitive adhesive on one side of the 
substrate. This argument is not found persuasive because the primary reference, 
Kasajima, teaches a pressure sensitive adhesive as presented in the previous non-final 
rejection and relies on Ito to disclose that a porous plastic slider can have been used. 
Thus this argument is irrelevant for failing to acknowledge Kasajima's recitation of the 
pressure sensitive adhesive. 

Applicant further contends that Ito teaches away from the examiner's 
combination because Ito uses a low-molecular weight component that exudes to the 
surface of the plastic material, in a phenomenon known as blooming. This is not found 
persuasive because one cannot show nonobviousness by attacking references 
individually where the rejections are based on combinations of references. See In re 
Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 
231 USPQ 375 (Fed. Cir. 1986). Specifically, the applicant continuously attacks Ito for 
the use oil to increase the slidability of the slider. In this case, as noted above, 
Kasajima relies on Ito solely for the reason of a porous slidable substrate. Kasajima 
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does not teach exudation or the use of oil, and thus the preceeding argument is 
irrelevant. 

Applicant contends that dependent claims 1-4, 6 and 9-11 are allowable as being 
dependent on claim 1. For the reasons presented by the examiner above, these 
arguments are not persuasive. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this 
title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1, 2, 6 and 9-11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kasajima et al, in view of Ito et al. 

Regarding claim 1, Kasajima discloses: 

A sliding member comprising a slidable substrate (figure 12, item 22) and a 
pressure-sensitive adhesive layer (figure 12, items 26 & 28) provided on one side 
thereof, and a barrier layer is provided between the slidable substrate and the pressure- 
sensitive adhesive layer (figure 12, items 21 , 27 & 29). 

Kasajima fails to specifically disclose: 

Wherein the slidable substrate is a porous form comprising a plastic. 
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Ito discloses: 

A sliding member comprising a slidable substrate (figure 1, item 1), wherein the 
slidable substrate is a porous form comprising a plastic (abstract). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to manufacture the slider out of a porous plastic, as taught 
by Ito, because this is use of a known material to produce predictable results well 
known in the art.. 

Regarding claim 2, Kasajima and Ito disclose the features of base claim 1, as 
stated in the 103 rejection above, Kasajima further disclosing: 

Wherein the slidable substrate has a coefficient of friction of 0.2 or lower 
(paragraph 2, slider does not contact disc, therefore, coefficient of friction must be less 
than 0.2). 

Regarding claim 6, Kasajima and Ito disclose the features of base claim 1, as 
stated in the 103 rejection above, Kasajima further disclosing: 

Wherein the barrier layer comprises a thermoplastic resin (paragraph 68, acryl 
base is thermoplastic). 

Regarding claim 9, Kasajima and Ito disclose the features of base claim 1, as 
stated in the 103 rejection above, Kasajima further disclosing: 

Wherein the barrier layer has a thickness of 0.01-0.5 mm (paragraph 66). 
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Regarding claim 10, Kasajima and Ito disclose the features of base claim 1, as 
stated in the 103 rejection above, but fail to specifically disclose: 

Wherein the barrier layer comprises polyethylene or polypropylene. 

However, it is well known to one of ordinary skill in the art at the time the 
invention was made that polyethylene and polypropylene are both types of plastics, and 
widely used for many different purposes, therefore, it is a simple substitution of a well 
known material to yield predictable results. Therefore, claim 10 is rejected official 
notice. 

Regarding claim 11, Kasajima and Ito disclose the features of base claim 1, as 
stated in the 103 rejection above, and Kasajima further discloses: 

Wherein one side of the barrier layer is adjacent to one side of the pressure- 
sensitive adhesive layer (figure 12, item 21 is adjacent to items 26 & 28) and the other 
side of the barrier layer is adjacent to one side of the slidable substrate (figure 12, items 
27 & 29 are adjacent to the substrate). 

5. Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kasajima et al, and Ito et al, as applied to claim 1 above, and further in view of 
Takahashi (US Patent Number 5657300). 

Regarding claim 3, Kasajima and Ito disclose the features of base claim 1, as 
stated in the 103 rejection above, but fail to specifically disclose: 
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Wherein the slidable substrate is a porous form comprising an ultrahigh 
molecular weight polyethylene. 

Takahashi discloses: 

Wherein the slidable substrate comprises an ultrahigh molecular weight 
polyethylene (column 19, lines 22-34). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to manufacture the slider from UHMW-PE, as taught by 
Takahashi, because this allows for high dimensional accuracy on molding, as stated in 
column 19, lines 25-27. 

Regarding claim 4, Kasajima, Ito and Takahashi disclose the features of base 
claim 3, as stated in the 103 rejection above, but fail to specifically disclose: 

Wherein the ultrahigh molecular weight polyethylene has a molecular weight of 
500,000 or higher. 

However, it is well known to one of ordinary skill in the art at the time the 
invention was made, that UHMW-PEs contain extremely long chains, and the molecular 
weight is usually in the range of 2-6 million. Therefore, claim 4 is rejected official notice. 

Allowable Subject Matter 

6. Claims 5, 7 and 8 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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The following is a statement of reasons for the indication of allowable subject 
matter: 

Claim 5 recites: 

Wherein the porous form has a porosity of 20-70%. 
Claim 7 recites: 

Wherein the thermoplastic resin has a melt viscosity of 5-500 kPa*s. 

These limitations, in combination with the limitations of the other claims, are 
neither anticipated, nor rendered obvious by any prior art of record. 

The closest reference, Kasajima et al and Ito et al et al, disclose a slider that is 
made of plastic and having pores, but the exact porosity of this slider is not disclosed, 
therefore, this is not obvious. Furthermore, these references do not disclose detail of 
the barrier layer, therefore, this is not obvious. 



Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

8. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to MATTHEW G. KAYRISH whose telephone number 
is (571)272-4220. The examiner can normally be reached on 8am - 5pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrea Wellington can be reached on 571-272-4483. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http:// pair-direct.uspto.gov . 
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Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 

Matthew G. Kayrish /Andrea L Wellington/ 

/M.G.K./ Supervisory Patent Examiner, Art 

Art Unit 2627 Unit 2627 

10/8/2008 



